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TITTER-GOVERliTMENTALCONFEREJ:rCE
FOR THE SE':rTn~G UP OF A EUROPEAN
.SYBTEM FOR TEE GP...A:NTOF PATEl\"TS

- Secretariat -

NOT E

B~ussels, l~ September 1969
BR/GT 1/13/69

As agreed at the meeting of ~orking Party 1 held from
8 - 11 July 1969 at Luxembourg, the British delegation has
transmitted to the Secretariat a memoran~xm on the Branch
Examining Offices of the European Patent Office i-cf• doc.
BR/7/69 pages 25 to 27, paragraph 55_7.

The members of Working Party I will find the text of
this memorandum enclosed.
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puropean Patent Office
Branch Examining Offices

~emorandum by the United Kingdon Del~gation

1. At the meeting of the Working Party in Luxembourg from
8th - 11th July, 1969, the United Kingdnm nelegation untertook
to prepare & paper setting out the United Kingdom opinions
on the location of branch offices for the purposes of
examination, ~th particular reference to examin~tion of
applications filed in the Englis~ l~guage. This pnper assumes
that the European ?atent Office heudqucrters will not be
located in a country where the native langLtage is English.

2. Applications in the English 1~gua6e

The annual f~ling rate of such applications is impossible
to predict with any hope of accuracy, depending as it does
on the view applicants take of the utility of the system
compared with separate ne,tionci applications, ..and, of course,
on accessibility. We think however that when the system is
fully applied to all arts and has reached general acceptance
among a~plicants and their professional advisers, the Gnnual
number of uTplications in the English language from all
sources could be about 21,COO based on the level of inventive
activity prevailing in 1967 cmd, allowins for the current
rate of incr~ase in inventive activity - this could be of the
ord(;;rof 30,COO by 1980. We think that the professional staff
nee('ed to deal with this latter input would be of the order
.of 300 including supervisory and judicial staff. There ~;vould
also have to be a substantial number of ancillary staff.
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.Llthough the s;y"s"'cemmust be lau...'Tlchedgradual1:y it is
impcrt~~t that it should ba S8en to beeffe0tive &nd that it
sb.oulG.. iJ..tt=<:.~ts1.:.f.fi~ien-: wor~::to mcJ:3 it i:nDediately viable ..
In achi'3ving this the reeeipt of an adcq''.lo.te nUEber of
English Imlg""uageapplicatj ons is clee.rly of the greatest
import.s.nce. This in. turn depends upon the confidence with
which the users of tile in'cernationC: ..l patent; S;YE'0E;:c:l,[Lnd
more especi<:.lly tllei:;:- professioL'.l.al uJ:vi3Grs view t~lE;new
arre...'"1ger::e~ts. The 12.-:tGr -will almost ce::,t::.inl:'" vie-:J t~le::nwith. .

SODe co.ution a.'Tld...,rill proDebJ..y be ver~T reac~y to .find geod.
. reason. for suchcc:.utio:::lo In pC.rticul8J' the:? vvill wish to be
satisfied of t:!:le qualifications of the E:wminers for d.ealing
wi th pc:,-cun'cc:i.aillis Vfr'.Ltten in English '" -oea;.'iYlgill mind r.llat
the precise worling of these is of en0rmo~s iDportance in
determining the scope of the ps.tentoes1 rights. They.vrlll
also be concerned to know that there are sufficient people
with such qualifications to ensure that delays are avoided.

(

4. The pc..tents issuing f::,cm the E~rope&n Patent Office are
to become nationc.l patents justici3.cle in nntion:J. cou:;:-ts,
and a great deal can, therefore, depend on the precise
in.terpretation placed on individual words. Webelieve .that,
to eXClIIlinefully s&tisfa~t;orily p'c.tent applications, the

'professional st&ff should either h&ve as their mother touolle (
the language of th~ spccL~'icc::..ti(,:J.sor 8. c0DD.2Ldof thc.t
l~~guage of the very highest st2nd~r~s~ ~s far as the EJglish
lCJ.Ilguage is concernec., we know fr'J:::Dexpprien~le of tbe diffi-
culty created by the luck of mother-tongue English in Exaciinersc
V;ie haveulso experienced ilich' O[;s.cUI'i"tyin convention applicatiGl's
where the tr211s1at.i.on has been mude by technical people whose
native language is not E!..•.glish. Ke accept of course that it
WQuld be possible to recruit Exaoin8r3~ whose Eother tongue
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is other th&IlEnglish, with on r:.dcquc.:r..tecommand of English
but we are very doubtful if sufficient can be obtained.
It miGht be possible to train people to the desired standard
but the time and cost involved would, we believe, prohibit this.
'Ne also believe tbat En.glish-spea-1ringapplic:::.ntsnnd their
professional advisers would not have the sc.meconfidence, in
the staff of the Office, especially at judicial level, if
they were not to heve ~nglish as their mother tongue or a
total comnc.nd of the 18.l1guage,and on Examiner who hed not
might be at a disudvcn~age in his dealings with such applicants
and agents. Ls far &s we are awc.re examination, us distinct
from searching, has never been carried out on a l~rge scale
by ~aminers Vihose native language has differed from the
lc.nguage of the applications.

5. Source of urofession~ staff.

We think that, in practice, the main source of staff
with English as their mother tongue is likely to be the

, -
Unitod Kingdom. Initially, the Zuropean P2tent Office will
need to be steffed by n substantial number of experienced
Examiners transferred from existing national Patent Offices.
Ls far as English lunguab~ ~:~iners are concerned, this
means, effectively, transfer from the United Kingdom Office.
Once the European Patent Office is established recruitment

, ,

will be largely confined to young graduates who will be
co~~itti~g thenselves to a lifetime in the place where the'
Europecn Patent Office is situated.

6. Loc~ticn of eX20ination of English-language &DDlications

We believe that considerable time might elapse before
a s~fficient number of suitably experienced British subjects
could be found to undert~e p0~2nGnt posting abroad. ue
considor, therefore, that the problens involved in recruiting

",
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and retaining English-speuking ~:G.mincrs cxc s12ch the..ton
practical grounds eXDJ:l.inD.tionof ~nglisb.~lw.g'lle.geapplications
should be carried out in a EuropeQll English-spee~ing country.
Of these there are only two, the United 'Kingdom or the
Republic o~ 1=cl2nd.

';7ewould expect the bro.nch office to he.ve full access
to the Lacilities of the UnitGd Kingdom Patent Office and
the Nation21 SGience libraries. Onc of the facilities offered
by the latter is en l.:m.:r:-ivr:llcd__te.~hniCEtlperiodical collection
whichcurrontly takes 20~OOOperiodical ti~los. ITobelieve
that existing United Kingdom. E:;:8JJlinerswould be "fiillingto (
join a bre~ch of the Europe~ Office, in the United Kingdom,
and they would be pcr~icularly valuable in trainiDg newly
recruited staff. The United Kingdom Office has some-
70 supervisory examining staff all of whom ere experienced
in responsible decision-making in mo..ttersof pe..tentpractice
and ad1ninistrution and ab-out a t-hira.6f whom are expe:L'ie:lced
in judicial work in relation to patents and are trusted by
those who practise before the United Kingdom Office; doubtless
some of these would be prepcxed to serve in the br£ffichoffice.

I8.. Costs
(

The existence ofa br2.nch office would no d,oubt increase
somewho..tthe cost of the overheads of the European Patent Office
and give rise to additional costs for staff travel and
communications betTIeon head office w~d the branch. ~his extra~.
cost would be offset by the s2.vin; one:~atriation allowances
to staff serving abroad. The overall cost to tl:.eapplicant
would also be less. "
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9. Uniformity of practice
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~t first sight unifornity of practice between the main
and branch offices might seen difficult to attain. We agree
that uniformity is important. However, uniformity in national
Offices between blocks o! Examiners is not maintaL."'ledprimarily
by physical proxinity but by the use of common precedent and
CODWon practice instructions. For the European Patent Office
the~e would be laid down by the Bo£~ds of ~ppeal and the
central administr~tion of the Office respectively. The latter
necessarily would present ~ uniform code of practice. Steps
would have to be taken to ensure a high degree of uniformity
in the decisions of the former. To some extent this is
guaranteed by the fect that the Bocrds would be applying a
single uniform lew.

10. Lovement of personnel

Lpart from the :members of the Boards of ..::~ppeal,arrange-
nents could be made for""other personnel at each office to
spend i70rking periods at the other offices and heads of the
bra..Tlcheswould need to meet periodically with the head of
the Office.

11. Furth9r searches
.! ~._.~..

The Office would ex~ine on the basis of & search made
by the I.I.B. In some few cases it may be that nmendnent
of the specification afte~ se~ch makes a further search
n~cessary, or at least a natter for consideration. In our
view no attempt should be Dade to equip the mein or branch

ioffices to carry out such further searches. Direct links
with the I.I.3. should provide rapid contact with the
ex~ininb group in the I.I.B. who-carried out the original
search a"'ldwho are in the best position to mclce a co~pletion
search in the most unifo~ ~d economical way.
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12. Other languages

In this p£..perwe have presented the cc.s:;for a b:::D.D.ch
office dealing wi th English language appli.~D..ticns.:le have
no~reason to believe that the case is net equally strong
for separate location of branches dealing with French and
German. If, ho't="lever,it is felt that the staffing and ,other
fectors mentioned above would permit both French and German
language .applications being dealt with at ~ hea~ Office
situated in one of the E.E.C. countries, ue should ='C.~ wish
to obj ect. This is a 'practical matter on which other (.
countries should pronounce.

13. Tining

We believe that the c~se for launching the Europe~
Patent System on the basis of branch examining offices is
so strong that it should be so organised from the start.
~ alternative would be to attempt to organise it on the
basis of a single central Office, setting up branches only
if staffing difficulties were encountered. This alternative
isunsatisf~ctory ~n that in our view there is no certai~ty
that all the complications of a tri-lingu~~ Office call,be (
overcome. l:oreover~ if the system got off to a bad start,
a rescue operation would take some years to have effect.
In either case, some aQendment of l~ticle 33 will be
necesscxy, either by fixing the location of one or more
exani~ing brcnches or by allowing for them to be set up by
decision of the ~dministrative Council in the s~e way-as
the branches for information and liaison •.
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